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Judges.

Qpi nion by Ci ssel, Adm nistrative Tradermark Judge:

On April 10, 1990, the mark "HALLOUM" was regi stered?!
on the Principal Register as a certification mark for
cheese, based on use in comerce since June of 1946. The
regi stration states that the mark, "as used by persons

aut hori zed by the certifier, shows that the cheese product

! Reg. No. 1,591,489; affidavit under Section 8 filed and
accept ed.
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I's produced only in Cyprus using [the] historic nethod
uni que to that country.”

On April 24, 1991, a petition to cancel the
registration was filed by Danish Dairy Board, Inc., which
asserted as grounds for cancellation that respondent
obtained the registration based on its claimthat no cheese
bearing the mark is produced or exported by any country in
the worl d besides Cyprus, when in fact, the alleged mark is
t he conmmon descriptive nanme of the goods, and is the generic
nane of all such cheeses produced and sold by conpetitors in
various countries throughout the world; that the mark
describes not only a type of cheese produced in Cyprus, but
al so a type of cheese produced in Lebanon, G eece, Turkey,
other M ddl e East countries, Australia and Denmark; that
non- Cypri ot "halloum" cheeses have been exported to the
United States in conpetition with "Halloum " cheese from
Cyprus since at |east 1982; that the registered mark does
not identify respondent’s goods and distinguish themfrom
goods offered by others and produced in other parts of the
worl d; that petitioner is a wholly-owned subsidiary of the
Dani sh Dairy Board, which is a quasi-governnental
instrunmentality of the kingdom of Denmark; that petitioner
I's made up of Dani sh cheese producers and exporters of
cheeses to the United States and other countries; that the

regi stration sought to be canceled is likely to cause danmage
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to petitioner’s nmenbers because it tends to inpair their
right to use the registered termto identify their products;
and that the registered mark is deceptive in that respondent
clainms that only cheese manufactured under the auspices of
respondent may be properly called "Halloum" cheese, whereas
this is not so, in view of the fact that many countries
t hroughout the world produce and export to the United States
simlar cheeses under the same nane or simlar names.
Respondent’ s answer denied the essential allegations
set forth in the petition to cancel, argued that the
petition failed to state a clai mupon which relief my be
granted, and asserted |aches as an affirmative defense.
That defense was di sm ssed by the Board on February 5, 1993.
On March 19, 1993, petitioner noved for sunmary
judgnment. The Board denied the notion on May 3, 1994,
hol di ng that genuine issues of material fact existed at
| east as to whether the registered mark is generic, and
all owed petitioner time to amend the petition to assert the
claimof fraud. Petitioner had argued this claimin its
notion for summary judgnent, but had not pleaded it in the
petition to cancel.
Petitioner then filed an anmended petition to cancel,
asserting that the registration was obtai ned by neans of
fraud, in that the statenent in the application wherein

respondent (then the applicant) stated that no cheese
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bearing the nane "Halloum " is produced or exported by any
country other than Cyprus, was know ngly fal se when nade.
The amended petition al so added the claimthat the

regi stration should be cancel ed because respondent had
failed to control the use of the mark.

Respondent denied the additional clains asserted in the
anended petition.

A trial was conducted, various notions were nmade and
resol ved during the process, and finally, briefs were filed
by both parties. Neither party requested an oral hearing
before the Board, so we have resolved this dispute based on
the evidence and the witten argunents of the parties.

The record before us is adequately identified by
petitioner inits brief and is not disputed, except for
respondent’s objections to the testinony of petitioner’s
w tness, M. Kissow. Respondent tinely raised many
objections to various parts of this testinony and the
exhibits to it, and the Board deferred ruling on
respondent’s notion to strike until final hearing. The
obj ections included argunents that petitioner failed to | ay
t he proper foundation, in terns of establishing the personal
know edge of the witness or otherw se authenticating the
evi dence offered, that the evidence or testinony is hearsay,
and even that the way that petitioner nunbered and

identified the exhibits is unacceptable.
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Wil e sone of respondent’s objections are well taken,
others are not. The nunbering systemused by petitioner did
not hinder our ability to consider this evidence, but we
have consi dered only the testinony and evidence that did not
suffer fromthe deficiencies argued by respondent.

Mor eover, even if we had considered all of the objected-to
testi nony and evi dence, our conclusion with respect to
whet her petitioner nmet its burden of proof on the pleaded
| ssues before us would not have been different.

The issues presented in this case are whether the
regi strati on was obtai ned fraudul ently, whether the
regi stered mark is generic for the goods with which it is
used, and whet her respondent adequately controls the use of
Its registered certification mark. The pl eaded ground of
deceptiveness was neither established by the evidence nor
further argued by either party, so we deemit to have been
dr opped.

Based on the record before us in this proceedi ng, we
hol d that petitioner has not net its burden of proof in
establishing that the registrati on was obtai ned by neans of
fraud or that the mark "Halloum "™ is generic for a type of
cheese. Further, petitioner has not established that
respondent failed to exercise an appropriate |evel of

control over the goods with which the mark is used.
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Accordingly, the certification mark registration wll not be
cancel ed.

Turning first to the fraud claim we note that the
statenment alleged to constitute fraud is respondent’s
statenent in the application that "[n]o cheese bearing the
nanme HALLOUM is produced or exported by any country in the
wor | d besides the Republic of Cyprus.”

In order to prevail on the ground of fraud, petitioner
woul d have had to establish that respondent intentionally
made this statenment knowing it to be untrue in order to
obtain a registration to which respondent knew it was not
entitled. Further, the nature of a claimof fraud nmandates
that it be proven "to the hilt,” with "no room for
specul ation, inference or surmse," and that any doubt nust
accordingly be resolved against the party charging fraud.
Smth International, Inc. v. Ain Corporation, 209 USPQ 1033
(TTAB 1981).

As the Board pointed out to petitioner in its ruling
all ow ng the anmendnent to claimfraud, relief cannot be
granted where the evidence is consistent with the assertion
that "respondent may well have believed that others who may
have been exporting Hall oum cheese to the United States had
no legal right to do so."

In our view, the evidence adduced at trial supports

this conclusion. Typical exanples of the evidence
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petitioner argues proves its claimare a news itemfrom The
Reut er Busi ness Report and the press rel ease issued by the
Cyprus Enbassy Trade Center on April 19, 1990. Petitioner
argues that this evidence shows that respondent was aware of
uses of the termby others at the tine it clained the
exclusive right to the term and that, accordingly,
respondent’s statenent in the application constitutes fraud.
The Reuter item quotes the Cyprus News Agency as stating
that "other countries had been exporting goat’s m |k cheese
to the United States claimng the product was genui ne
Hal l oum ." The Trade Center piece includes the follow ng:
"Hal | oum cheese has gai ned popul arity anong Anmerican
consuners and has had to conpete against inports from other
countries claimng to be Halloum."

This evidence falls short of being clear and convincing
proof that respondent intentionally msrepresented a
critical fact to the Patent and Trademark O fice in order to
obtain a registration to which it knew it was not entitled.
The part of the Trade Center press rel ease that
characterizes the inports fromother countries as "claimng
to be Halloum " uses the upper case letter "H' to present
the mark "Halloum " just as one would present any ot her
trademark, and the use of the term"claimng" clearly
I nplies that such cheeses are not genuine "Halloum"

cheeses. As such, the rel ease does not establish that
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respondent’s statenent in the application constitutes fraud
on the Ofice. The sane is true for the Reuter statenent.
The words "clai mng" and "genuine" make it clear that the
witer views the statenent as an assertion that may not be
true.

Wth respect to the other evidence argued by petitioner
to support the fraud claim we conclude that the existence
of books that note the relatively recent production in other
countries of cheese purporting to be genuine "Hall oum"
cheese does not itself establish that respondent was aware
of this phenonenon, but even if it did, respondent’s
statenment in the application that matured into the
chal  enged registration is not inconsistent with the idea
t hat respondent vi ewed such use of the mark by others as
unaut hori zed use, contrary to its own right to use the mark
to certify cheese made in Cyprus in accordance with the
standards established there for its production.

In summary on this point, based on the testinony and
evi dence of record, we cannot conclude that petitioner has
nmet the heavy burden of proof it faced in attenpting to
establish, by clear and convincing evidence, that
respondent’s statenent that its use of the mark was
exclusive was a material m sstatenent which was know ngly
fal se when made, and that respondent thereby intended to

obtain a registration to which it knew it was not entitled.
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Respondent’ s statenent does not appear to exclude the
possibility that respondent was aware that counterfeiters
were attenpting to palmoff an imtation of Cypriot
"Hal | oum " cheese and sell it in the United States as if it
were the cheese produced in Cyprus by entities certified to
do so by respondent.

We thus turn to the allegation that "Halloum "™ is a
generic termfor cheese. Petitioner nmade of record excerpts
from several handbooks on the subject of cheese which use
the mark in |l ower case letters, or sonme other variant of it,
in reference to cheese which originated in Cyprus. These
witten materials indicate that simlar cheese products have
al so been produced in a few places other than Cyprus.

Petitioner’s wtness M. Kissow testified that in his
experience as export manager for two Dani sh cheese nakers,
he travel ed extensively and was personally aware of
"hal | oum cheese,"” featuring simlar characteristics to
those of Cypriot cheese certified as "Halloum " cheese,
produced in several other countries, including Denmark, the
pl ace where his conpany, Nordex, had once produced a cheese
product, made fromcow s mlk, that was intended to conpete
with the Cypriot cheese made fromprimarily sheep’s m |k and
goat’'s mlk and sold under the registered mark "Hal |l oum ."

Petitioner at one point seens to acknow edge that the

mark may not be known as a generic word within the United
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States, but argues that the printed materials of record
establish clearly that outside of the United States, the
registered mark is the generic nanme for cheese of this type.
Petitioner contends that this foreign generic name shoul d
not be allowed to maintain the status of a registered
certification mark in the United States.

Petitioner goes on, however, to argue that the evidence
It made of record shows that respondent’s mark is in fact
perceived in the United States as generic termfor a type of
M ddl e Eastern cheese. The evidence to which petitioner
refers, however, is at best sonmewhat uncl ear and ambi guous
on this point. A cookbook published here refers to "feta
and halum " as being used in the Mddle East for cooking.
Whereas this reference appears to use the word in a generic
sense, an article from Newsday nmagazine is less clear. It
refers to "Halloum " cheese as "a lanb’s m |k cheese that
tastes like a nozzarella and feta hybrid.” 1In view of the
capitalization of the first letter of the mark and the
appearance of "nozzarella" and "feta" in |ower case letters,
this usage of the termis not inconsistent with proper use
in reference to respondent’s certification mark. O her
exanpl es provided by petitioner suffer fromthe sane
probl em

Petitioner further argues that the evidence shows that

cheese manufacturers outside of Cyprus use the mark,

10
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presumably wi t hout respondent’s perm ssion, in connection
Wi th products which are not regul ated by respondent and are
not made in conformty with the traditional materials and
process used in Cyprus. Petitioner contends that this

evi dence shows that such products may not be nade
exclusively fromsheep’s mlk or goat’s mlk, as is used in
the traditional Cypriot process, but instead are nmade from
the mlk of cows. Petitioner takes the position that the
regi stration should be cancel ed because the evidence of
third-party use is persuasive proof that respondent does not
control the use of its registered certification mark.

In contrast, respondent argues that the petition to
cancel cannot be granted because petitioner has not
established that the mark is generic to consuners of cheese
in the United States of Anmerica, and further, that the
registration of a certification mark in this country may not
be cancel ed based on the | evel of respondent’s effectiveness
in controlling infringing use of its registered mark that
t akes pl ace el sewhere.

W find that petitioner’s evidence of the use of the
regi stered mark by makers of cheese outside of Cyprus is de
mnims. M. Kissows testinony, even if it did not suffer
fromthe aforenmenti oned problens with foundation and

hearsay, still nust be considered in |light of the fact that

11
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he owned and wor ked for businesses which stood to benefit
fromthe cancell ation of respondent’s registration.

The petitioner bears the burden of establishing by the
preponderance of the evidence that cancellation is
appropriate because the mark is generic or because
respondent has failed to control its use. See Cerveceria
Centroanericana S. A v. Cerveceria India Inc., 892 F. 2d
1021, 13 USP2d 1307 (Fed. G r. 1989). Wen we consider al
of the evidence asserted by petitioner to establish that the
registered mark is a generic termused to identify a type of
cheese produced "worl dw de," and we al so consi der the
evi dence and testinony nade of record by respondent to the
effect that the registered mark is not generic, but rather
functions as a certification mark indicating that the cheese
bearing it is produced in Cyprus in accordance with the
standards established by the governnent there, we cannot
concl ude that petitioner has net its burden of establishing
genericness by a preponderance of the evidence.

Respondent’s survey of consuners in the United States,
however, is not the reason we reach this conclusion. The
survey is fatally flawed, in that it asked the wong
gquestion. Because the interviewers asked the intervi ewees
whet her they associate the term"Halloum"™ with a particul ar
country, the survey did not establish whether or not the

mar k had becone generic. As petitioner points out, asking

12



Cancel | ati on No. 19, 815

the question that respondent asked is tantanount to asking
whet her a person associ ates vodka or chow nein with
particul ar countries. Positive responses nam ng Russia and
China, respectively, would hardly prove that "vodka" and
"chow nein" are non-generic terns which are appropriate for
registration as certification marks.

Rat her than the survey evidence, our conclusion that
respondent’ s evi dence outwei ghs the evidence of petitioner
on this issue is based on the testinony provi ded by
respondent’s witnesses Professor Anifantakis; Dr. El-Salam
M. Edelman; Dr. Hadjiluca; M. Kyriacou; and M. Delihas.
Wiile not all of these witnesses are totally independent of
interest in this matter, their conmmon conclusion is
supported by other evidence of record, including books and
news articles that identify Cyprus as the source of
"Hal | oum " cheese. Additionally, as respondent points out,
the term"halloum™ is not listed in the dictionaries
respondent made of record. |If the mark were in fact
generic, we would expect dictionaries to list it and give an
expl anation of its neaning.

In summary on this issue, after considering all of the
evidence on this point, we find that petitioner has not net
Its burden of establishing by a preponderance of the
evi dence that respondent’s registered certification mark is

a generic termin the United States or el sewhere.
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Turning then to the remaining i ssue before us in this
proceeding, we find that petitioner has also failed to neet
Its burden of proof in establishing that the registration
shoul d be cancel ed because respondent has failed to control
the nature and quality of the goods to which the mark is
applied. Contrary to petitioner’s argunents, respondent has
t aken reasonabl e actions to control the use of the mark.
Wil e such control could not possibly be absol ute,
respondent has exerci sed control which is reasonabl e under
t he circunstances.

Petitioner has made of record no evidence that
respondent has failed to control the use of the mark in
Cyprus or in the United States. In fact, there is a good
deal of information in the record concerning the Cypriot
standards, how they are enforced there, and how respondent
has taken action against attenpted inportation into the
United States of products inproperly |abeled as "Halloum ."

There is no support for the idea that the foreign owner
of a US. registration of a certification mark i s sonmehow
charged with the practical inpossibility of controlling
absol utely the use of the mark throughout the world,

i rrespective of the governing | aws outside of its own
country and the United States. As respondent points out,
the registration petitioner seeks to cancel by nmeans of this

proceedi ng does not and cannot grant respondent rights in

14
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countries other than the United States. Respondent’s
actions to control the use of its mark in Cyprus and here
have not been shown to be below the | evel necessary to
maintain its United States registration.

In summary, petitioner has not shown by a preponderance
of the evidence that the mark is generic or that respondent
has failed to control adequately its use, nor has petitioner
established by clear and convi nci ng evidence that respondent
commtted fraud in the procurenment of the registration.
Accordingly, the petition to cancel the registration is

deni ed.

R L. Sinms

R F. G ssel

B. A Chapman
Adm ni strative Trademark Judges,
Trademark Trial & Appeal Board
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